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REMARKS 



Reconsideration of the election of species 
Applicant respectfully traverses the election of species requiremenl 



requirem|nt is respectfully requested. The 
for the reasons set out below. 



Referring to the Office Action, the Examiner stajes that the Application contains 
claims directed to the following patentably distinct species: 



Specie I - apparatus with underlying and overlying surface 
and bore engaging elements integrally formed wit 
of Figures 20-24); 



Specie II - apparatus with no underlying and overlying 
member and different assembly housing sizes 



surfaces and no axially movable 
(embodiment of Figures 25-29); 



Specie III - apparatus with underlying and overlying l^faces no axially movable 
member (embodiment of Figures 30-32); and 



Specie IV - apparatus with no underlying and overlying 
member with single assembly housing size 



The species are indicated to be "independent or di$ 
include underlying and overlying surfaces and have varying asseraply housing sizes. 13 



In identifying the Species of the Invention, it 
made an error as the preferred embodiment of the Invention, 
been identified as one of the species available for 

features of the preferred embodiment of the Invention are not 
features provided for any of the four Species identified by 
identified by the Examiner, it is impossible for the Applicani 
preferred embodiment. 



I&011 



and no axially movable member 
carriage assembly (embodiment 



surfaces and no axially movable 
(embodfnent of Figures 33-42). 



dis inct because not all embodiments 



ap*ars that the Examiner may have 
hown in Figures 1 - 19, has not 
election by the Applicant. Further, the 
deluded in the description of the 
Examiner. In other words, as 
to elect a species including the 



th 
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As a result, in reply to the election requirement, 
present Application describes five embodiments of the Applicant's 
Description of Drawings" contained on Page 18, line 26 - Page 



121012 



itfis respectfully submitted that the 
Invention, as set out in the "Brief 
22 JLine 32 as follows: 



(b) 



(c) 



(e) 



of the 



(a) Figures 1-19 - show "a preferred embodiment 

underlying and overlying surfaces and the axialljlmovable 



Figures 20 - 24 - show <e a first alternate embodiment* 
includes underlying and overlying surfaces b t 
movable member (Species I of the Examiner); 



Figures 25 - 2ft - show "a second alternate 
not include underlying and overlying surfaces 
movable member (Species II of the Examiner); 



embodinlent" of the Invention, which does 
a id does not include the axially 



(d) Figures 30 - 32 - show "a third alternate embo 
includes underlying and overlying surfaces a] d 
movable member (Species III of the Examiner); anc 



embodin jnf 



Figures 33 -42 - show "a fourth alternate 
not include underlying and overlying surfaces 
movable member (Species IV of the Examiner). 



With respect to Species IV, it is further respectfufy 
characterization of Species IV is incorrect, in that 
"a single assembly housing size." Rather, as state 
Application, each of the alternate embodiments 
preferred embodiment except as stated to the contra y 



In this Application, each embodiment of the variable gauge drilling apparatus (20) 
includes an assembly housing (60) having an as: 
device size. The assembly housing size is variaf Ie 



Invention, which includes the 
member; 



of the Invention, which 
does not include the axially 



iment" of the Invention, which 
does got include the axially 



a id 



of the Invention, which does 
does not include the axially 



submitted that the Examiner's 
igures 33 - 42 are not directed at 
at Page 50, lines 20 - 30 of the 
is substantially similar to the 



y housing size and defining a 
such that the device may be 
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provided with differing device sizes. The device 
Figures 33 - 42 is variable, although Figure 39 sh 
(220) only. Thus, a single assembly housing 
However, the assembly housing (60) of the device 
with an alternate assembly housing (60), having 
where a different device size is desired. (Refer to 
4 - 14; Page 23, line 23 - Page 24, line 27; Page 3: 
-Page 60, line 12). 



E1013 



lize of the device (20) shown in 
ws a first drilling apparatus size 
ize is shown in these Figures. 
20) is removable and replaceable 
alternate assembly housing size, 
le Application at: Page 23, lines 
lines 4 - 1 8; and Page 57, lines 1 



As the Applicant wishes to elect the "preferred 
further examination at this time, the Applicant provisionally 



nbodiment" of the Invention for 
elecls the species of Figures 1 - 19. 



Further, it is respectfully submitted that all of th< 
Application are either "generic" claims or the Claims read 
embodiment of the Invention as shown in Figures 1-19. 



or 



Specifically, apparatus Claims 1 - 33 and 
pending. It is respectfully submitted that the Claims may be class: 



(a) 



Generic Claims - apparatus Claims 1 - 12 and 
nature, in that they relate to or read on all five 
in Figures 1 - 42. 



metl Dd 



Although the Examiner states that Claims 13-1 



presently pending Claims of the 
or are directed at the preferred 



methld Claims 34 - 38 are presently 
led as follows: 



Claims 34 - 38 are "generic" in 
enfcodiments of the Invention shown 



are also "generic", these Claims 



only relate to 3 of the 5 embodiments of the A] plicant's Invention. Specifically, 
apparatus Claims 13 - 14 are directed at the underl ing and overlying surfaces. Thus, 
these Claims are directed at the preferred embodi nenl, Species I and Species HI as 
set out above; 



(b) 



Preferred Embodiment (Figures 1-19^ - apparatu 
and read on, the preferred embodiment of the 
Claims, Claim 15 is directed at the axially mov 

-10- 



Claims 13 - 33 are all directed at, 
Applicant's Invention. Of these 
ble member. Claims 16-33 all 
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depend directly or indirectly from Claim 15. Thus, 
read on the preferred embodiment of the Invention 

( c ) Species I fFigures 20 - 24) - Claims 13 - 14 are alsc 
which includes the underlying and overlying surfac 



(d) Species II (Figures 25 - 29) - no additional apparati 
Species II; 



(e) Species III (Figures 30 - 32) - Claims 13 - 14 are 
III, which includes the underlying and overlying 



ato directed at and read on Species 
; and 



su races 



(f) Species IV (Figures 33 - 42) - no additional appaif tus claims are directed at or read 
on Species IV, 



In summary, the Applicant provisionally elects t 
in Figures 1 - 19, being the preferred embodiment of the Apif icant 
is respectfully submitted that generic apparatus Claims 1-12 and 
readable on the species of the embodiment of Figures 1-19 
that apparatus Claims 13 - 33 are also readable on the species 



; oft e 



Thus, it is submitted that all of Claims 1 - 38 
with the Applicant's election of the species of the embodime] 
Application. 



In any event, the Applicant respectfully 
requirement on the basis that all of the five embodiments 
interrelated that a search and examination of the species of 
probably overlap or encompass the search field of the 
embodiments. 



laims 15 - 33 are directed at and 
lown in Figures 1-19 only; 

directed at and read on Species I, 
s; 



claims are directed at or read on 



species of the Invention shown 
;'s Invention. In addition, it 
generic method Claims 34 - 38 are 
irther, it is respectfully submitted 
embodiment of Figures 1-19. 



sli>uld be examined in accordance 
shown in Figures 1 - 19 of the 



furtherltraverses the election of species 
of the Applicant's Invention are so 
he preferred embodiment would 
remaining species of the alternate 



- 11 - 
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More particularly, the claims directed at the 
underlying and overlying surfaces and an axially movable membe 
include many of the same features of the preferred embodimen 
generic claims in the Application. Species I and in include the uiferlying 
the preferred embodiment. Species II and IV do not include the 
or the axially movable member. However, only the generic Clain 
Species II and IV. 



It is thus submitted that a simultaneous search di 
made without substantial increase of the search effort and withou 
(MPEP Sections 803 and 808.02). 



Withdrawal of the Election of Species Requirement and the examination of all 
Claims in this Application are respectfully requested. 



Respectfully 
EMERY JAli 
By; * 



S)015 



preferred embodiment include 
The four alternate embodiments 
as evidenced by the number of 
and overlying surfaces of 
inderlying and overlying surfaces 
of the Application are directed at 



ected at all of the Claims can be 
a serious burden on the Examiner 



ubmitted, 
IESON LLP 
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